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RflVlARKS 

In response to to Office Action dated March 17, 7.005, 
respectfully xequcst reoperation h*ed on the above claim amendment* and the 
following remark*. Applicants respectfully submit that the claims as presented are 
in condition for allowance. 

A review oi'thft claims indicates that: 

Claims 1-20 were originally submitted. 
Clai ins 1 , 8 and 16 are currently amended. 


Onms 1-2 and 7-12 are rejected under 35 U.S.C. §102(b) as being 
anticipated by U.S. Patent No. 5,086,674 to Her (hereinafter "Her"). 

Claims 3 and 13 arc rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Her in view of U.S. Patent No. 4,357,845 to Cornia (hereinafter "Comia"). 

Claim 4 is rejected under 35 U.S.C. §l03(a> as being unpatentable over ller 
in view of U.S. Patent No. 1,163,822 to Ittel (hereinafter "Ittel"). 

Claim 5 is rejected under 35 U.S.C- §103(a) as being unpatentable over Her 
in view ofU.K. Patent No. 5,216,940 rn liedden (hereinafter "Hedden"). 

Claim 6 is lejected under 35 U.S.C. §l03(a) as being unpatentable over Her 
in view ot H.S. Patent No. 4,5)47,713 to Arnold (hereinafter "Arnold"). 

Claim 14 is rejected under 35 U.S.C § 103(a) as being unpatentable over 
Hei in view of Cornia, and further in view of Ittel. 

Claim 15 is rejected under 35 U.S.C. § 103(a) as being unpatentable ove. 

Her in view of Cornia, Illel and Arnold. 
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Claims 16-18 a* rejected under 35 U.S.C §103(4 » being unpatentable 
over US. Patent No. 4,620,460 to Connies, Jr. (hereinafter "Gonzales, Jr.") m 
view of Her. 

Claims 16-19 «e rejected under 35 U.S.C §103*0 as being unpatentable 
over U.S. Patent No. 4,399.723 to Marian (hereinafter "Marl™") in view of Her. 
Claim 20 is rejected nnHcr 35 U.S.C 1103(4 as being unpatentable over 

Morleau in view nf Hex and lttel. 

Claima 8 15 are rejected under 35 U.S.C. §11?, second paragraph M being 
indefinite for failing to partieularly point out end distinctly chim the subject 
mallei which Applicant regards as the invention. 

Claims 1-20 remain in this application. 

In view Of the following remarks, Applicant respectfully request 
reconsideration of the rejected claims. 


gg 1I.S.C. Sl^ Second Paragraph 
Claims 8-15 

Claims 8-15 are rejected under 35 U.S.C. § 112, second paragraph as being 
indeCnite for failing to particularly point out and distinctly claim the subject 
matter which Applicant regards as the invention. In particular, "the second 
fastener" rented in claim 8 is cited as lacking antecedent basis. Claim 8 is 
amended to cure the cited deficiency. 
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palms 1 - 1 and 7-12 

Claim, 1-2 and 7-12 arc rejected unfe % U.S.C. |WB(b) - 
anticipated by Her. Applicant respectfully traverses the rejection. 
Amended independeut claim 1 recites: 

A one piece multi-purpose hand tool, comprising: 
a socket body having a socket ai a first end; 

Sports connected between a second end of the socket body 
and the key tip. wherein die arm portion defines an opening to receive a 

:S^; body, thekey tip, and the arm portion are of one piece, 
unitary construction. 


Her fails to disclose the one piece multi-purpose hand tool of claim 1. 
Rather, Her discloses a hand tool having a tubular body 20, with hcxical joints 21, 
22 formed at both ends. (H*r, column 1, lines 51-53). The hex jointt 21, 22 may 
be used to receive a variety of interchangeable connecting blocks 30, 40 having a 
plurality of hcxical shaped opening* to facilitate engagement with various sizes of 
standard toxical screws in order to fasten or unfeaten various sizes of boll* or nuts. 
(Her, column 1. lines 58-68). Projections 32, 42 on the connecting blocks 30, 40, 
respectively, mate with holes 24. 24 on the taneal joints 21, 22 allowing the 
connecting blocks 30, 40 tu be attached and removed easily liom the the hcxical 
joints 21, 22. {Her, column 1, lines 59-64). Her also discloses a variety of 
interchangeable bits 50, 60, 70, which may be detacbably attached to hcxical holes 
33, 43 in die connecting blocks 30, 40. (Her, column 2, lines 1-18). 
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Thus, b. order to us, a bit 50, 60, 70 with the hand tool disclosed in Her, a 
connecting block 30, 40 must first be attached to the tubular body 20. Then the 
user must subsequently attach a bit SO. 60, 70 to the connecting block 30, 40. As a 
result three separate components must be combined by a oscr before the 
functions of one of those components - the bit 50, 60, 70 - can be exploited. 

la this manner. Hex effectively reprint* 0* very prior an that Applicant sought 
to overcome - an unwieldy combination of tool components. This is markedly 
different than "the socket body, the key up, and the arm portion we of one piece, 
unitary construction' 1 as recited in claim l 

' , Ter also disclo.es an opening 25 formed iu the body 20 into which a spoon 
shaped member Ml may be inserted. (Her, column 2, lines 24-32). The sole 
disclosed purpose of member HO is the adjustmexit of spokes on a bicycle through 
use of a connecting slot 82 which functions as a W- Her fails to disclose or 
m ake any mention of the member 80 being a torque arm, or being used to generate 
torque. In fact, Her's disclosure is inconsistent with such a notion. This can be 
seen with reference to the plurality of hexical shape openings formed in the 
connecting blocks 30, 40 as disclosed by Her. {Her, column 1, lines 64-67). If 
spoon shaped member 80 were to be used to apply torque about a longiwdinal axis 
of me body 20, such an action would be useless in utilizing the hexical shape 
opening* to fasten or unfasten holts or nuts. Instead, the only plausible result 
would be toe stripping of the hexical shape openings, or the bolts or nuts. As a 
result, Her not only fails to disclose "the arm portion defines m opening to reoeive 
a torque arm device" as recited in claim 1, but Her also teaches away from using 
the opening 25 for any luiquft- related functionality. 
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The office argues that the claimed hand tool is shown in element, 411, 20, 
51 and 25 (found mFi«s. 1-6). (Office Action, Page 2). Applicant rc * P ectfully 
dtognes. As noted above, Her does not disclose "the «cM body, the key bp, 
and the ann portion are of one piece, unitary cons^etion". Rather, the hand tool 
disclosed in Her include, many different components which may he detachably 
attached to the hody 20, or to the connecting blocks 30, 4«» - wtich are duWves 
attached to the body 20. Thus the hand tool in I Icr is nonunitary and requires the 

assembly of several pieces. 

Moreover, the elements cited by the Office fail to include "an arm portion 
connected between a second end of the socket body and the key tip. wherein die 
arm portion defines an opening to receive a torque arm device". Rather, the 
elements cited by the Office consist only of an opening 25 formed in the body 20 
into which a connecting slot 82 on a spoon shaped member 80 may be inserted 
such that the slot 82 may be used to function as a "stop" to facilitate the operation 
of adjusting the spokes of a bicycle. The opening 25 is not used for any torque- 
related functionality, and indeed, is ill-suited for such functionality. 

For these reasons, claim 1 is allowable over Her. Applicant respectfully 
requests that the § 102(b). rejection be withdrawn. 

Dependent claim* 2 and 7 arc allowable at die least by virtue of their 
dependency on base elmm I, as well as for due additional clementB they contain. 
Applicant rcapeotfully requests that the § 1 02(b) rejection of claims 2 and 7 be 
withdrawn. 
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A one piece multi-purpose hand tool, comprising: 
means for torquing a first female fastener; 
..^ftus for socket wicncbing a second fastener; and 
r^r? 0 7conncctcd between the .mams for toruu.ng and the 
means *b£»d** wherein 0. arm portion fcfine* - opening to 

^rrthTmSr torquing, «~ ^ t socket wrenching, 
and the arm portion are of one piece, unitary construction. 

Her fails to disclose the one piece multi-purpose hand tool of claim 8. As 
discussed above in conjunction with claim 1 , Her discloses attaching a connecting 
block 30, 40 to the tubular body 20, then attaching a bit 50, 60, 70 to the 
connecting block 30, 40. Under Her, three separate components must be 
combined by a user before the functionality of one of those components - the bit 
50, 60, 70 - can be exploited. In contrast, no such assembly in needed in order to 
use die band tool recked in claim 8. This results because the hand tool in claim 8 
recites that "the means for torquing, the means for socket wrenching, and the arm 
portion arc of one pieoe. unitary conduction". 

Moreover, H« also fails to disclose "an ami portion connected between the 
means tor torquing and the means for socket wrenching, wherein the arm portion 
defines an opening to receive a torque arm device" Instead, Her discloses an 
opening 25 formed in the body 20 into which a spoon shaped member 80 having a 
connecting slot 82 may be inserted, with the slot 82 fijnohnning as a "stop" lo 
facilitate the operation of adjusting the spokes of a bicycle. If, for the sake of 
argument, the spoon shaped member 80 was used to apply a torque to the 
longitudinal axis of the body 20, the result would be the deleterious stripping of 
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openings might be engaged. 

The Office relics on the same gronnds to reject claim 8 as noted above m 
conjunction with claim 1, namely elements 40, 20, 51 and 25 (found in Figs. 1-6). 
(Office Action, Page 2). Applicant respectfully disagrees. As noted above, Her 
does not disclose "the means for torquing, me means for socket wrenching, and 
ihc arm portion are of one piece, unitary construction". Rather, the hand tool 
disclosed in Her includes many different components which must be detachably 
attached to the body 9.,,, or to the connecting blocks 30. 40 which themselves must 
be attached to the body 20. Th«, the hand tool in Her « nonunitary and ream** 

the assembly of several pieces. 

Moreover, the element, cited by the Office also fril to include "an arm 
portion connected between the means for tnrquing and the means tor socket 
wrenching, whcrcm the arm portion defines an opening to receive a torque arm 
device". Rather, the elements cited by the Office consist only of an opening 25 
formed in the body 20 into which a connecting slot 82 on a spoon shaped member 
HO may be inserted such that the slot 82 may be used as a "stop" to facilitate the 
operation of adjusting the spokes of a bicyelc. The opening 25 disclosed in Her is 
not used for any lorque-relatcd functionality, and indeed, would be HUsuiled for 
such functionality. 

For these reasons, claim 8 is allowable over Her. Applicant respectfully 
requests that Ihc §l02(b) rejection be withdrawn. 

Dependent claims 9-12 ere allowable at the least by virtue of their 
dependency on base claim 1, as well as for the additional elements they contain. 


1 3 l>:MKy:5W»BlV)002US\74]3l2JDOC 

PAGE 1 «31* RCVD AT 7/1 8/2005 6:52:34 PM (Eastern Daylight Time] 1 SVMSPTO-EFXM * DNIS:2738300 1 CSID :5Q9 323 8979 1 DURATION (mm-ss):0742 


JUL 18 2005 15:58 FR LEE - HAYES PLL 509 323 8979 TO 15712738300 


P. 17/31 


fcespimse to Office Action D2tr0 March 17. 


Applicant ^pectfully leu^ta that the 8102(b) nation of claims 9-12 be 


withdrawn. 


:*S U.S.C. 8103 

The refining claims arc rejected under a set of §103 rejections, all of which 
rely on Her in conjunction with other reference*. Most of the claims depend from 
base claims 1 and 8 addressed above. Claim 16 is independent and will be discussed 
in more detail below. 
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JJer+Conriu 

Claims 3 and 13 stand rejected under 35 U.S.C. §l03(a) as being 
unpatentable over Her in view of Comia. Applicant respectfully traverses the 
rejection. 

Claims 3 and 13 depend from respective independent claims 1 and 8. As 
such, they include the features recited in these base claims. The combination of 
Her and Comia fails to teach or suggest the features of tbr.se base claims from 
Which the cited claims depend. Her is primarily cited as teachum the base 
feature*, and Comia is cited as teaching a notch in a key tip. (Office Action, Page 
2). 

With respect to dependant claim 3, neither reference discloses "the socket 
body, the key tip, and the arm portion are of uue piece, unitary construction" as 
required by claim 1 from which claim 3 depends. Her specifically teaches a 
nonunitary hand tool which requires the assembly of several pieces. For example, 
under Her, three separate components must be combined by a user before the 
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(tacJonalir, of rm, .f compun. - *« bit 50, 60. 70 - «. be «pW»i 
BMNRy H« rcpreaMts A. v«y prior «l rhar Applet «*! ■ • 

Coniia offers no missing teauliing. 

,„ addition, neither reference discloses "an arm portion connected between 
, second end of the socket body and the key tip, where* the arm portion defines 
» opening to receive a to«,ue arm device" as required by claim 1 from which 
claim 3 depend. Her specifically teaches an opening 25 formed in the body 20 
into wh,ch a spoon shaped member 80 may be verted, with the sole disclosed 
purpose of member 80 being the adjustment of spoke* on a bicycle through use of 
a connecting slot 82 which functions as a "stop" Her does not teach using the 
opening 25 to receive a torque arm device, and indeed, Ihe opening 25 is ill-suited 

fors\inh ause, 

Comia offers no missing teadiing. Accordingly, (he combination of Her 
and Comia foils to leach or suggest the tool of claim 15. Applicant respectfully 
requests thai tiie §103 rejection of claim 3 be withdrawn. 

With respect to dependant claim 13, neidier Her nor Corroa discloses "ti* 
means for torquine, the means for socket wrenching, and the aim portion are of 
one piece, unitary construction" as required by claim H from which claim 13 
depends. Her specifically teaches a nonunitary hand tool which requires the 
assembly of several pieces. For example, under Her, three separate components 
must be combined by a user before the functionality of one of those components - 
the bit 50, 60, 70 - can be exploited. Essentially Her represents the very prior art 
that Applicant sought to overcome. Comia otters no missing teaching. 
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b action, neither .efcrence discloses Vn arm portion connected between 
Q, .cans for u«*e and me means for socket wrenching, wherein U, arm 
portion defines an opening to receive a torque u, device" as required by claim % 
from which claim 13 depends. He, ^ teaches an opening 25 fo.med „ 
the body 20 into which a spuo, shaped member 80 may be inserted, wuh the sole 
disclosed purpose of member 80 befag the adjustment of spokes on a bicycle 
thr0 ugh use of a connecting slot 82 which functions as a "stop". Her fails to 
disclose or make any mention of the member 80 being a torque arm, or being used 
to generate tonjue. Nor doe, Her teach using the opening 25 to receive a torque 
arm device. Indeed, the opening 25 is ill-suited for such a use. 

Comia offers no missing teaching. Accordingly, the combination of Her 
and Comia fails to leach or suggest the tool of claim 13. Applicant respectfully 
requests that the §103 rejection of claim 13 be withdrawn. 
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Hn -Httd 

Claim 4 stand, irjcctcd under 35 U.S.C. §llH(i) as being unpatentable 
over Hei in view of Ittel. Applicant rr* P ectfiilly traverse* the rejection. 

Ittel to cited a* tearing on opening exlttding partially HwunU aa arm tor 
receiving a torque member. (Office Action, page 3). 

Ittel and Her, alone or in combination, neither teach nor disclose "the 
socket body, the key tip, and Ifae arm portion are of one piece, unitary 
construction" »* iccitod m claim I from which claim 4 depends, Rather both Ittel 
and Her teach tools which must be assembled from several parts, in effect 
representing the same prior art which Applicant sought to overcome. 


16 O;\D0CS^Eiw»3u^74iin.Dor: 

PAGE 1 9/31 • RCVD AT 7/1 8/2005 6:52:34 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6/26 ' DNIS:2738300 * CSID:509 323 8979 ' DURATION (mm-ss):07-02 


JUL 18 2095 15:59 FR LEE - HAYES PLL 509 323 8979 TO 15712738300 


P. 20/31 


S/N 10/668,091 


Response to Office Action Dated M*rcb 17, 2005 


5 

7 
ft 
9 
10 
11 

13 

15 
is 

17 

18 

\9 

20 

21 

22 

23 

24 

2> 


Moreover, Ittel teaches away from a combination with Her. According to 
d» teachings of Ittel, arm 4 is .sod to apply . torque about a longitudinal axis of a 
Head 1 which is forced with a socket 2 to receive a nut or bolt. (Ittel, line 39-70, 
and Figs. 1 and2). If such a torque were applied by the spoon shaped member 80 
in Her, the body 20 would have torque applied about its longitudinal axis. Such an 
action would not only be useless in utilizing the hexical shape openings to fasten 
or unfasten bolts or nuts, but would result in the deleterious stripping of (he 
hexical shape- openings and/or the boh* or nuts being engaged by the hexical shape 
openings. Thus me combination Her and Ittel fails to disclose, teach or suggest 

"an arm porHcm connected between a second end of the socket body aud the key 

tip, wherein the arm portion defines an opening to receive a torque am, device". 
Accordingly, the combination of Her and Itiel fails to teach or suggest the 

tool of claim A. Applicant respectfully requests that the §103 rejection of claim 4 

be withdrawn. 


Her 4Hedricn 

Claim 5 stands rejected under 35 U.S.C. §10:i(a) as being unpatentable 
over Her in view of Hcdden. Applicant respectfully traverses the rejection. 

Hedden is cited as teaching a socket wrench tool being formed of metal. 
(Office Action, page 3). Heddcn provides no teaching regarding "the socket body, 
the key tip, and the arm portion are of one piece, unitary construction" as recited 
by claim 1 from which claim 5 depends. As noted above. Her teaches tools which 
must be assembled from several parts, in effect representing the same prior art 
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t_ , WwWcn fails to add any relevant tcaohing 

Which Applicant sought to overcome. HedUcn tans rauuu <u y 

with respect to this feature. 

Moreover, foe combination of Her and Hedden fails to teach or suggest, "an 
arm portion connected between a second end of the socket body and the key tip, 
wherein the arm portion defines an opening to receive a torque arm device". As 
noted above, Her fails to disclose or make any mention of the opening 25 being 
useful to receive a torque arm device. Rather, the orientation of the hexical 
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openings relative to the opening 25, render the opening 25 useless for such on 
application. Heddcn foils to add any relevant teaching with respect to this feature. 

According, the combination of Her and llcddcn fails to teach or suggest 
the tool of claim 5. Applicant respectfully requests that the §103 rejection of 
claim S be withdrawn. 


Hcr+Am old 

Claim 6 stands rejected under 35 U.S.C. §103(a) as being unpatcntdble 
over Her in view of Arnold. Applicant respectfully traverses the rejection. 

Arnold is cited ac teaching * plastic sheath around a socket. (Office Action, 
page 3). Arnold provides no teaching regarding "the socket body, the key tip, and 
the arm portion am of one piece, unitary construction" as recited by claim 1 from 
which claim 6 depends. As noted above, Her teaches tools which must be 
assembled from several parts, in effect representing the same prior art which 
Applicant sought to overcome. Arnold rails to add any relevant teaching with 
respect to this feature. 
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Moreover, the combination of Her and Arnold fails lo teach or suggest, "an 
ann portion connected between a second end of the socket body and the key tip, 
wherein the arm portion de6ncs an opening to receive a torque arm device". As 
nnted above, Her fails to disclose or make any mention of a torque arm being used 
to g^tc torque. In addition, the orientation of the helical ***** relative to 
the opening 25, render the opening 25 useless for such an application. Arnold fails 
to add any relevant teaching with respect to tins feature. 

Accordingly, the combination of Her and Arnold bib. to teach or suggest 
ft, Ml of claim 6. Applicant respectfully quests that the §103 .ejection of 
claim 6 be withdrawn 


Her -i- Coiiiiff-r- ittd 

Claim 14 stands rejected under 35 US.C. §103(a) as being unpatentable 
over Her in view of Cornia (as applied above), and further in view of Ittel. 
Applicant respectfully traverses the rejection. 

Claim 14 depends from claim 8, and hence requires that "the means for 
torquing, the means for socket wrenching, and the arm portion are of one piece, 
unitary construction". As discussed above, Her, Cornia, and Ittel, taken alone or 
in combination, fail to teach such an clement. Moreover, as also discussed above, 
Her, Cornia, and Ittel, taken alone or in combination, also fail to teach 'an arm 
portion connected between the means for torquing and the means for socket 
wrenching, wherein the arm portion defines an opening to receive a toque am 
device" as required by claim 8 from which claim 14 depends. I 'or these reasons, 
claim 14 should be allowed. 
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H~ -^nmi fl + Tttel+Arn old 

Claim 15 stands rejects under 35 U.S.C §103(a) « being unpatentable 
over Her in view of Cornia and Ittel (as applied above), and further in view of 
Arnold. Applicant respectfully traverses the rejection. 

Claim 15 depends from *n »> «d bence r^ui^ that "the means for 
truing, the means for socket wrenching, and the arm portion *e of one piece, 
unitary constructs" As disced ahnvc, Her, Cornia, M. and Arnold, take. 

or in combing Ml to teach su* an dement Moreover, as also 
discussed above, tier, Mil. Ittel, aud Arnold, taken alone or in combination, 
al50 fail to teach "on arm portion connected betweeu the means for toeing and 
the means for socket wrenching, wherein the arm portion define, an opening to 
receive a torque arm device" as requiredby claim 8 ft. which claim 14 depends. 

In addiLion, by requiring a combination of 4 different references, the Office 
creates the very scenario which Applicant sought to overcome an unwieldy 
combination of tools which weighs more and takes up more space than the hand 
tool recited in claim 15. 

For these reasons, claim 15 should be allowed. 


over 


Gonz al es. Jr. + Her 

Claim 16-18 stand rejected under 35 U.S.C. §l03(a) as being unpatentable 
Gonzales, Jr. in view of Her. Applicant respectfully travel** ll.e rejection. 
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Amended in dependent claim 16 recite; 
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v rin 2 • ft«t arm oortion connected between (be first socket boUy »ad 

5£SiJS3K ^ « ■»■*■ uic, " d&s a torque * m opCT,ng 

l ° TSSt socket body having a sec*. d 
socket, . second key tip, and a second arm portion connected between the 
second socket body and the second key ttp, 

whereinthe second tool is removably nested wifhm the first tool, and 
farther wherein the torque arm opening of the first arm portion remains 
accessible to receive the torque mm de^cc. 

Gonzales, Jr. and Her, alone or in combination, do not disclose, teach or 

suggest the elements of claim 16. 

The Office cites Gonzales. Jr. as teaching first and second interconnected 
socket bodies 12, sockets 13. arms 16, and key tips 14. (Office Action, page 4). 
The Office argues that U wort) have been obvious- to combine these elements with 
the socket body 40, arm 20. key tip 51 and opening 25 as taught by Her to arrive at 
foe hand tools recited in claims 16-19. Applicant wtpcdfiilly disagrees. 

Ab discussed above, Her fails to disclose, teach or nuKgest "« «"» 
puxtion connected between the first sncket body and the first key tip. wherein the 
first arm portion includes a torque arm opening to receive a torque arm device". 
Instead, Her discloses an opening 2b formed in the body 20 into which a spoon 
shaped member 80 having a connecting slot 8? may be inserted, will, the slot KZ 
functioning as a "stop" * facilitate the operation of adjusting the spokes of a 
bicycle. The spoon shaped member 80 is not a torque member, and the opening 
25 is ill-suited to receive a torque arm device, hi fact, were the opening 25 to be 
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used to receive a torque ann device applying ^ to the longitudmal axis of fa 
body 20. the result would be the deMeriotK stripping of the hexical shape 
opening,, or the bolts or uats with which fete** shaped openings might be 
engaged. Gonzales, Jr. offers no missing teaching. 

Acting to Gobies Jr.. single socket members 12 may be 
connected such that a middle section 16 of each socket member 10 may be 
inter* into a next larger adjacent sired socket member 1 0. with a shank end 1 4 of 
each S ocket member 10 being fit into an inset 18 of the adjacent socket member. 
{Gonzales, Jr., column 1 line 65-col.2 line 4, see also Fig. 4). 

No motivation is provided as to how a torque arm opening could be formed 
ia the apparatus disclosed in Gon*des, Jr. in a manner consistent with Her. 
Rather, Gonaales, Jr. teaches away from such ■ combination with Her since the 
socket member* 12 in Gonzales, jr, overlap to such an extent that if an opening 
existed through the body of a socket member, once interlocked with another 
socket member, the opening would be blocked by the interconnected socket 
member, thus precluding the insertion of a torque arm. As such. GoiuaK Jr. and 
Her eidier alone, or in combination, fail to disclose, show, teach or suggest "the 
torque arm opening, of the firat arm portion ien«ins accessible to receive, the 

torque arm rlrvice". 

Accordingly, the combination of Gonzales, Jr. and Her fails to leach or 
suggest the set of tools of claim 16. Applicant respectfully requests that the §103 
rejection of claim 16 be withdrawn. If me rejection is maintained, Applicant 
respectfully requests that the Office provide more description as to how the 
teachings of Hct and ( ionzalcs, Jr. may be combined. 
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Dependant claims 17-1* depend tan base claim 16 and are allowable by 
virtue of this dependency as well as for the additional events they contain. 
Applicant respectfully requests that the §103 rejection of claims 17 and 18 be 


with drawn. 


ID 
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Mfldeau+Her. 

Claim 16-19 Stand rejected under 35 U.S.C. §1 10(4 ™P**" teble 
over Marieau in view of Her. Applicant xcspctftiilly traverses Ihe rrjcctioiL 

Amended independent claim 16 recites: 

A Bet of tools, comprising: „ 
a first tool including a first socket body havm M a first socket, a first 
kev tip and a first arm portion connected between the first socket body and 
S key tip whe re* the first aimporlioo includes a torque arm opening 
to receive a torque aim device; and 

a second tool includiug a second socket body having a second 
socket, a second key tip, and a second arm portion connected between the 
second socket body and the second key tip, 

wherein the second tool is removably nested withm the first tool, and 
further wherein the torque arm opening of the first arm portion remains 
accessible to receive the torque arm device. 

Marteau and Her, alone or in combination, do not disclose, teach or sn g gest 

the elements of claim 16. 

Marietta i» ched as teaching all of the claimed subject matter of claims 16- 
19 except for a torque opening in an arm. (Office Acliuu, p^e 4). The Office 
concedes that Maileai. only tcaohes a torque opening in the socket body. (Office 
Action, page 4). Despite Ibis, the Office asserts and that it would have been 
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ftb vicus to one having «**J ** * *e - * ^ C «" * ^ 

with those of Her to arrive at an opening b .n arm. (Office Adion, page 4). 

In citing Marleau, the Office omits ideating the specific elements of 
• Marleau that correspond to the element* of claim 16, so Applicant in a good faith 
effort to respond to the Office Action identifies the elements of Marleau that 
Applicant believes the Office intended to apply in the rejection. 

Marleau discloses in Figs. 1-4 a number of tool segments having: a wrench 
socket 14 (which Applicant assumes the Office argues is equivalent to a socket 
body); a head 12 (which Applicant assumes the Office argues is equivalent to a 
k ey hp); a shank 10 (which Applicant assumes the Office argues is equivalent to 
an arm portion) and a hexagonal bore 18 in the socket 14 (which Applicant 
^ the Office araue* is equivalent to an opening to receive a torque, arm 

device). 

As conceded by the < Iffico, Marleau does not disclose any openings in the 
shank 10. Therefore, Marleau docs not teach "The first mm portion includes a 
torque arm opening to receive a torque arm device" as recited in Claim 16. 
Rather, as disclosed at col. 2. line, 21-28, Marleau discloses engaging the shank 
10 of another tool segment within the bore 18 (b soeket 1 4) to provide rotational 
leverage. Clearly, it would not be possible to form bore 18 m shank It. as they 

have roughly the same width. 

Her foils to add any relevant teaching with respect to this feamre. The 
Office cites Her as teaching an opening 25 in an arm 20 to receive a torque arm 
80. (Office Action, page 5). However, as discussed above, Her fails to disclose, 
teach or suggest "a first arm portion connected between the first socket body and 
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to first key tip, where, me ^ arm person includes a torque arm opening to 
receive a torque arm device". Instead, Her disclose, an opening 25 firmed . the 
body 20 into which a spoon shaped member 80 having a connecting .lot 82 may 
be inserted, with the slot 82 functioning as a "stop" to facilitate the operation of 
adjusting the spoke, of a bicycle. Opening 7.5 is not confined to rceeive a torque 
arm device. In fact, were opening 25 to be used to receive such an arm, and rf the 
arm were to be used to apply a torque to the longitudinal axis of the body 20, the 
rosult would be the deleterious gripping of the hexicl shape opening, or the holts 
or »,t. with which 11* hnxical shaped openings might be engaged. 

Moreover, Marieau teache* away from combining * teachings with those 
of I icr. ThiD arises because the bore 18 taught by Mnrleau has roughly the same 
width as fe shank 10. As a writ, the .hank 10 is too small to operatively have a 
bore IX running through * and thus placing an opening 25 as taught by Her into 
the shank 10 would make no operative sense. 

Thus, Since H« provides no teaching of a torque arm opening, and since 
Marieau teaches away from including a such an opening in the shank 10, Marlcau 
and Her, token alone or in combination, fail to disclose, teach, or suggest "a first 
arm portion connected between the first socket body and the first key tip, wherein 
d» first arm portion include* a torque arm opening to receive a torque arm 
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device". 


Accordingly, the combination of Marieau and Iter fails to teach or suggest 
the set of tools of claim 16. Applicant respectfully requests that the §103 rejection 


of claim 16 be withdrawn 
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Depe „d,n« daim. 17-19 4*ri ftom b« cU. M 1 W Mb by 

virtue of to d^ta, - «■ - tM *■ ' M,iMal ^ "** 

Amta* «««tWly nxuesb «* *« 5103 .ejection of claiOK 17-19 be 


withdrawn. 


Marleau -j-H er±Jttej 

Claim 20 stands rejected under 35 U.S.C. §l03(a) as being unpatentable 
over Marlcau in view of Her (as applied above) and further b view of Ittel. 
pplicant respectfully traverses (he rejection. 

Claim 20 depends fern claim 16, aud hence requires "a fast arm portion 
„ comtecledbetwem the first socket body and the first key tip, wherein the firsl mm 
J portion includes a u»pc arm opening to a torque ann device As 

discussed above ricr and Marleau, taken alone or in combination, fail to leach 
such an clement, and in Marlcau teaches away from combination with t ler. 

Ittel offers no missing teacl.bg.s- The Office cites Ittel M disclosing an 
openmg extending partially through an arm to «»■« a torque member, however, 
as discussed above ittel teaches away from a combination with Her. According to 
Ittel, arm 4 is used to apply a imquc about a longitudinal axis of a head 1 which is 
formed with a socket 2 to receive a .u.t or bolt. If such a torque were applied by 
the spoon shaped member 80 in Her, the body 20 would have torque applied about 
its longitudinal axis. Such an action would not only be useless in utilizing the 
hexical shape opening to fasten or unfasten bolts or nuts, but would result m the 
deleterious stripping of the hexical shape openings and/or the bolts or nuts bemg 
engaged by the hexical shape openings. 
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ri» to «M. Morioaw, H„ and M Mi * *— ■ -* 
« suggest »a to ana po«io« «*t MM <he M «*> body a«d ft. 
tot toy lift wharain tha tot ana !**■*» » ""l 0 " «" ° , * ni ' ,g * WW 
. ttrq »e » davica", 1 *m H*r »*. away ftoot a «* 


Marleau> and Ittel teaches away 
allowed. 


from a combination with Her, claim 20 should be 
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Conclusion , 
TV Applied subnua M a., ofd* reu^iog cM™ are i. - to- * 

allowance and respectfully requests thai a Notice of Allowability be issued. If the 

Office's -ex. auocipated acboo is uo. *e of a Node, of Aft***. » 

Apptoo. respectftdly to, .be und«**d aHotucy be * * 

purpose of scheduling an interview. 
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Respectfully Submitted, 


Dale* JijJ&,2^ 


) 


By: \Jj2li+Usa 


Jim Patterson 
Re K . No. 52,103 
Attorney for Applicant 

LEE&HAYIvSPLLC 
Suite 500 

421 W. Riverside Avenue 
Spokane, Washington 99201 
Telephone: 509-324-9256x247 
F aesimilc: (509) 323-8979 


28 


O:UX.«^«R.'00«U3V7413iaUOC 


PAGE 31/31 ' RCVD AT 7/1 8/2005 6:52:34 PM [Eastern Daylight Time] 1 SVR: USPTC-EFXro 1 DNES:2738300 * CSID:509 323 8979 ' DURATION (mn>ss):07-02 


This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□ black borders 

□ image" cut off at top, bottom or sides 

□ faded text or drawing 

m blj0rred or illegible text or drawing 
OKskewed/slanted images 

□ color or black and white photographs 

□ gray scale documents 

□ lines or marks on original document 

□ reference(s) or exhibit(s) submitted are poor quality 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 


